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.THECONCEPTOFPASSINGOFF.

WHATISPASSINGOFF?

Passingoffisdescribedasanunfaircompetitionbymisrepresentationorliterally

speaking"thecauseofconfusionordeception".Generally,anactionforPassingoff

ariseswherethedeceptionismadeinthecourseoftrade,whichcouldleadtoconfusion

amongstcustomers.Thisappliestobothecommercebusinessesandbusinesseswith

physicaladdresses.

Passingoffisawrong,acommonlawtortwhichprotectsthegoodwillofatraderfrom

misrepresentation.Misleadingthepublicintobelievingfalsely,thatthebrandbeing

projectedwasthesameasawellknownbrandisawrongandisknownasthetortof

“passingoff”.

AsperWikipedia,thefreeencyclopedia,“passingoffisacommonlawtortwhichcanbe

usedtoenforceunregisteredtrademarkrights.Thetortofpassingoffprotectsthe

goodwillofatraderfromamisrepresentationthatcausedamagetogoodwill.Thelawof

passingoffpreventsonepersonfrommisrepresentinghisorhergoodsorservicesas

beinggoodsorservicesoftheclaimant,andalsopreventsonepersonfromholdingout

hisorhergoodsorservicesashavingsomeassociationorconnectionwiththeplaintiff

whenthisisnottrue.”1

1http://en.wikipedia.org/wiki/Passing_off.



AnotherdefinitionofPassingoffistheactoraninstanceoffalselyrepresentingone's

ownproductasthatofanotherinanattempttodeceivepotentialbuyers.2Passingoffis

actionableintortunderthelawofunfaircompetition.TheDuhaime'sLegalDictionary

definesPassingoffasmakingsomefalserepresentationlikelytoinduceapersonto

believethatthegoodsorservicesarethoseofanother.AsheldinthefamouscaseofN.

R.DongreVs.WhirlpoolCorporation3“Amanmaynotsellhisowngoodsunderthe

pretensethattheyarethegoodsofanotherman.”Thelawofpassingoffcontains

sufficientnooksandcranniestomakeitdifficulttoformulateanysatisfactorydefinition

inshortform.4

AIMSOFTHETORTOFPASSINGOFF

 Ithelpstoenablebusinessescontinuetoearnprofit

 Toprotecttherightofpropertythatexistsingoodwill.

ELEMENTSOFPASSINGOFF

Toestablishaclaimforpassingoff,youmustmeetthreekeyrequirements:

 Goodwill-youmustprovethatyouowna'reputation'inthemarkthatthepublic

associateswithyourspecificproductorservice

 Misrepresentation-youmustshowthatthetraderhascausedconfusionand

deceivedormisledthecustomersintobelievingthattheirgoodsandservicesare

actuallyyours

 Damage:Theclaimant/plaintiffneedstoshowtothecourtthatalosshasbeen

sufferedduetothebeliefthatthegoodsandservicesofthedefendantarethose

oftheplaintiff/claimant.(TheClaimant/plaintiffneedstoshowthatthe

defendant’sactivitiesarecalculatedtodeceivethepublic).

These(3)threeelementsknownastheClassicTrinitywerestatedintheHouseof

2Black’slawDictionary.
3(1996)5SCC714
4ConaaraIncv.McCainFoods('Australia')PtvLtd(1992)106A.L.R.465



Lord’scaseofReckitt&Colmanproductsltdv.BordenInc.5(HL1990)perLordOliver.

FORMSOFPASSINGOFF

Theelementsofpassingoffneedtobeprovedinanyoftheformswhichpassingoffcan

takewhichinclude;

 Adirectstatementbythedefendantthatthegoodsandservicesarethatofthe

plaintiff:-Actionablepassingoffoccurswherethedefendantmarketshis

productsasthatoftheplaintiff.SeeByron(Lord)v.Johnston6

 Tradingunderanamewhichiscloselyrelatedtothatoftheclaimant/plaintiff

suchnamebeinglikelytomisleadthepublic:-Thewell-establishedcaseonthis

isHendriksvMontagu7wheretheUniversalLifeAssuranceSocietyweregranted

aninjunctionbythecourtinordertorestrainthecompanyofthedefendant

whichwasincorporatedlateronfromcarryingonbusinessunderthename

“UniverseLifeAssuranceAssociation”.InNigeria,thecourthasdecidedasimilar

situationinNigerChemistsltd.v.NigeriaChemists8wherePalmerJ.grantedan

injunctionrestrainingthedefendantsfromusingthename“NigeriaChemists”as

itwascalculatedtodeceivethosewhohadtheintentiontodealwithNiger

Chemists.Itisimportanttonotethatbothpartiesinthesuitwereengagedina

similarbusiness.Thus,whereanameismadetodeceiveaconsumerorthepublic

duetoitssimilaritywiththatofaplaintiffthenthatisaformofpassingoffand

thereexistsatort.

 ImitatingtheGetUporAppearanceofthePlaintiff’sGoods:-Wherethereare

characteristicsintheGetUporappearanceoftheplaintiff’sgoodswhich

identifiesthegoodsasthoseoftheplaintiff,anyadoptionorimitationofthe

appearanceorgetupoftheplaintiff’sgoodsbyanotherinamannerlikelyto

5HL1990
6[1816]2Mer.29
7[1881]17Ch.D638
8[1961]1AllNLR171



deceivewillgiverisetothetortofpassingoff.9Thus,wherethedefendant

imitatesthegetuporappearanceoftheplaintiff’sgoods,thedefendantisliable

forpassingoff.SeeTreborNigerialtdv.AssociatedIndustriesltd.10wherethe

plaintiffsclaimedthatthedefendantswereguiltyofpassingofftheirproductsas

thatoftheplaintiffs.ThecourtperJ.R.Jones(SeniorPuisineJudge)heldthatthe

defendantshadineveryaspectfromcartontotablettomanufacturingmarketed

aproductassimilaraspossibletothatoftheplaintiffs.

 Tradingunderanamealreadygivenforgoodsofthatkindbytheplaintiffor

tradingunderanamesosimilartothatoftheplaintiff’sastobemistakenforit:-

Whereatradenameisalreadyinusebytheplaintiffforhisgoodsandservices,it

willbeactionablepassingoffforadefendanttotradeunderthenameofthe

plaintiff.11 Atradenameisanameunderwhichgoodsandservicesaresoldbya

certainindividualandwhichbyestablishedusagehasbecomeknowntothe

publictotheeffectthatthegoodsandservicesarethatoftheindividual.12

Descriptivenamessuchas‘water’,‘beer’‘stout’arenotprotectedunlessthe

plaintiffcanprovethatthedescriptivenamehasacquiredasecondaryname

exclusivelyassociatedwiththeplaintiff’sownproduct

PASSINGOFFANDTRADEMARKINFRINGEMENT

Thetortofpassingoffariseswhenamark,signorproductisunregisteredunderthe

TrademarksActof1961.Theplaintiffhastoprovethatthemarkorsignhassufficient

goodwill,anestablishedusageandtheidenticalmarkwilldeceivetheinnocentmanand

assuchseekstobeprotectedbythelawofpassingoff.However,passingoffclaimsare

timeconsumingandlessstraightforward.13Trademarkinfringementunlikepassingoff

involvesaregisteredtrademark.Wheretherehasbeenconstantusageofanidentical

markbythedefendantandsuchusageislikelytocausedeceitorconfusioninthe

9Ibid(n10)
10 (1972)NNLR60SuitnoK/127/71May291972
11G.KodilinyeandO.Aluko,NigerianLawofTorts(SpectrumBooksLimited1999
12R.F.V.Heuston,SalmondontheLawofTorts(16thedn,Sweet&MaxwellLondon,1973
13http://www.inbrief.co.UK/intellectualproperty/passing-off



courseofbusiness.Thenthatistrademarkinfringement.SeeFerodoltd.v.Ibeto

Industriesltd.14Itisimportanttonotethatonceatrademarkisregistered,itgivesthe

owner(theproprietorofthetrademark)theexclusiverighttousethetrademarkin

business,marketing,etc.15

REMEDIESFORPASSINGOFF

Ifyouaresuccessfulinapassingoffclaim,thereareseveralremediesavailable.Youcan:

 Applytohavetheinfringinggoodsdestroyed.

 Suefordamagesorseekaccountforlostprofit.

 Applyforaninjunctiontopreventthebusinessfromusingyourtrademarkor

goodwill.

 Requestaninquirytoestablishloss.

DEFENCESFORPASSINGOFF

Youmayencounterdifferentdefencesifyoupursueaclaimforpassingoff.Forexample,

thedefendantmayarguethat:

 ThatthePlaintiff'sname,mark,signhandsloganhasbecomegeneric/common

place.

 InnocentusageofthePlaintiff'sname

 Indistinctname,mark,signandsloganoftheplaintiff

 ConsentofthePlaintifftotheuseofthename,mark,signorslogan.

 DissimilaritiesinthemarkofthePlaintiffandDefendant.

14(2004)AllFWLRpt203p.2043
15supra
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