
NAME:IlobinsoGregChidera

MATRICNO:17/LAW01/148

COURSECODE:LPB302

COURSETITLE:LAWOFTORTSII

QUESTION:DiscusstherelevanceofPassingoffasaformofeconomictortsinthe21stcentury

Nigeria



WhatisPassingoff?

Passingoffistheactoraninstanceoffalselyrepresentingone'sownproductasthatofanotherin

anattempttodeceivepotentialbuyers.1Passingoffisactionableintortunderthelawofunfair

competition.Generally,anactionforPassingoffariseswherethedeceptionismadeinthecourse

oftrade,whichcouldleadtoconfusionamongstcustomers.Thisappliestobothecommerce

businessesandbusinesseswithphysicaladdresses.TherearevariousformsofPassingoff:

Tradingwiththenameresemblingthatoftheplaintiff:thisiswherethedefendantisengagedin

thesametypeofbusinessastheplaintiffandusesthenamesocloselyresemblingthatofthe

plaintiffinordertomisleadthepublicintobelievingthatthedefendant’sproduct/businessandthat

oftheplaintiffareoneandthesame;thisiscoveredbyS.13TradeMarksAct2providesandS.3(1)

MerchandiseMarksAct3InNigerChemistLtdv.NigeriaChemist4;itwasheldthat;“Asamatterof

commonsensethatwhentwofirmstradeinthesametown,inthesamestreetandinthesame

lineofbusiness,onecallingitself‘NigerChemists’andtheother‘NigeriaChemists’,theremustbea

graveriskofconfusionanddeception”5

Marketingaproductasthatoftheplaintiff:Itisactionablepassingoffforthedefendanttosellhis

goodswithadirectstatementthatthegoodsaremanufacturedbytheplaintiff,whereastheyare

not.InByronv.Johnston6–itwasheldactionableforabookpublishertoadvertiseandsellabook

ofpoemswiththenameofLordBryononthetitlepage,wheninfactthatfamouspoethadnothing

todowithitsauthorship.Anypersonwhofalselyappliestogoodsanytrademarkoranymarksso

nearlyresemblingatrademarkastobecalculatedtodeceiveisguiltyofanoffenceandhas

violatedcopyright.S3.(1b)7.

Marketinggoodswithanameresemblingthatoftheplaintiff’sgoods:Asageneralrule,aperson

canfreelyusehisownnameoronewhichhehasacquiredbyreputationalthoughheuseofit

1Black'sLawDictionaryNinthEdition

2supra
3supra
4(1961)ALLNLR180at182
5SeealsoOgunlendev.Babayemi(1971)IUILR417.

6(1816)35ER851
7MerchandiseMarksAct



inflictsdamagetosomeoneelsewhohasthesamename8InHinesv.Winnick9,theplaintiff

musicianandbandleaderwhousedtobroadcasthisradioprogrammeunderthename‘Dr.Crock

andhiscrackpots’obtainedaninjunctiontorestrainthedefendantfromfeaturinganotherbandon

theprogrammeusingthesamename.VAISEYJgrantingtheinjunctionwasoftheviewthata

musiciangetsknownbyaparticularnameandthisbecomesinevitablypartofhisstock-in-trade.

Thequestionathandiswhetherthenameordescriptiongivenbythedefendanttohisgoodsis

suchastocreatealikelihoodofasubstantialsectionofthepublictobemisled.

Imitationofthegood:Itisactionableinpassingoffforadefendanttomarkethisgoodsusingthe

plaintiff’strademarkoritsimitationleadingtoaconfusionofthebuyers,whothenpatronizehis

productthinkingthattheyaretheproductoftheplaintiff.Trademarksareusuallyregisteredand

alsoprotectedundertheMerchandiseMarksAct2004.AlsoinPerryv.Truefitt10–theplaintiff

obtainedaninjunctiontorestrainthedefendantsfromsellingacertainhaircreamunderthename

of‘MedicatedMexicanBalm’orothersimilardesignations.Reckitt&ColmanLtdv.Borden.11S.512

prohibitthistypeofact.ExpresspassingoffandImitationoftheplaintiff’sadvertisementmethods:

TheclassicformArepresentinghisgoodstobethoseofB,butthebasisoftheliabilityiswideras

injurytotheclaimant’sgoodwillbymisrepresentationofthecustomersItispassingoffforthe

defendanttodoanything,whichmakeshisproductappearliketheplaintiff’sproduct.Thispassing

offincludesanycopyingofthelikenessorappearanceoftheplaintiff’sproduct,inamannerto

confusethepublice.g.generalappearance,package,label,ordesignoftheproduct.13Alsoan

advertisementbythedefendantwhichcopies,orimitatestheplaintiff’sadvertisementofhis

products,mayamounttopassingoff,wheresuchadvertisementsoresemblesthatoftheplaintiff,

astobecapableofmisleadingthebuyerstopatronizethedefendant’sgoodsasthoseofthe

plaintiff.14Sellinginferiororexpiredgoodsoftheplaintiffasoriginalorcurrentstock:Itisapassing

8BrinsmeadvBrinsmead(1913)30R.P.C.413;JaysLtdvJacobi(1933)Ch411;butastonicknames,refertoBiba
GroupvBibaBoutique(1980)R.P.C.413;NADElectronicsIncvNADComputerSystemsLtd(1999)F.S.R.380.“A
newcompanywiththetitleofwhichthename‘A,’forinstance,formspartofthenaturalrightofanypersonbornwith
‘A’wouldhave.
9(1947)Ch707atpg13
10(1842)49ET749
11(1990)IWLR491HL.3.6
12MerchandiseMarksAct
13DefactoWorksLtdv.OdumotunTradingCoLtd.(1959)LLR33andHudson&Co.v.Asian(1964)IWLR466PC.
14SeeCadburySchweppesptyLtdv.PubSquashCo.ptyLtd(1981)IALLER213.



offforadefendanttosellinferiororexpiredgoods/productsoftheplaintiffascurrentstock,where

suchhasbeendiscardedbytheplaintiff.Inthispassingoff,thedefendantwhohasmanagedtolay

handsonthegoods,whichareunfitforhumanconsumptionsellthemoffascurrentstockofthe

plaintiff.15Thereisnopassingoff,whenoldgoods/productsorsecondhandgoodsaresoldoffas

suchwithoutpretendingorfalselyrepresentingthattheyarenewones.16

ThestartingpointforthemodernlawofpassingoffistheHouseofLordsdecisioninReckitt&

ColemanProductsLimitedvBordenInc17.,otherwiseknownasthe"JiffLemonCase".Thiscase

concernedRekitt'swellknowlemonshapedcontainerforlemonjuiceandthedisputerelatedto

Borden'sdecisiontobeginsellinglemonjuiceinasimilarlyshapedcontainer.Infindingthat

Borden'ssimilarcontainerinfringedReckitt'srightsinpassingoff,LordOliverheldthatwhilstthe

lawofpassingoffcouldbesummarizedintheshortgeneralpropositionthatnomanmaypassoff

hisgoodsasthoseofanother,therearethreeelementsofthetortwhichaclaimantneedsto

establishinordertosucceedwithanaction.Therearethreeelements,whicharesometimescalled

the"classicaltrinity".Theseelementscanbrieflybesummarizedas:

1.establishingagoodwillorreputationinthegoodsorservicesbyassociationwitha

particular'getu--p'whichwouldberecognizedbythepublicasdistinctiveoftheclaimant's

goodsandservices;

2.demonstratingamisrepresentationwhichislikelytoleadthepublictobelievethegoods

offeredarethoseoftheclaims;and

3.establishingthatdamagehasorwillbecaused.

RelevanceofPassingoffinNigeria

Thetortofpassingoffandtrademarkinfringementisveryimportantinthelifeofasociety.

Individualpersoninasocietyhastherighttolifeandtherighttoengageinanylegalkindof

economicactivitytosustainthekindoflifestylethattheindividualhaschosen.Thelawoftort

15SeeWiltsLtdv.ThomasRobinsonSons&CoLtd(1958)RPC94CA;GittetteSafetyRazorCo&Amorv.Franks
(1924)40TLR606.
16GeneralElectricCov.Pryce’sStores(1933)50RPC232.

17Reckitt&ColmanProductsLtd.vBordenInc.[1990]1WLR491



especiallyprotectstheindividualinwhatevereconomicactivityoneisengagedin.Itprotects

businessnames,namesofproduct,trademarks,amongothers.Anybodywhoattemptstocause

confusionbyillegalactivitiesborderingonimitation,deceit,fraudineconomicactivitiesmaybe

liableforthetortofpassingoff.Thetortisavailabletopreventunfaircompetitionbyrivaltraders;

itisalsoemployedtoensurefaircompetitioninmarketsystemsandmaintainandsafeguard

individualinterestsinmarkets.“Itisprobablyfairtosaythatpassingoffis,formany,oneofthe

lessfamiliarformsofintellectualpropertyright.Unliketrademarks,registereddesignsand

copyright,itdoesnothaveastatutorybasisanditdoesnotneedtoberegisteredtobeeffective.

However,rightsinpassingoffarestillincrediblyvaluablebecausetheyprotectoneofthemost

valuableassetsofabusiness-whichisthevalueofthebranditself-otherwiseknownas'goodwill'.

Havingtheabilitytoprotectthevalueofthebrandwithoutitbeingnecessarytospendmoneyon

filingfortrademarkregistrationstocovereachandeverywaythebrandisusedorpresentedis

thereforeveryattractive,particularlygiventhatthevalueofabrandcanaccountforasignificant

percentageofvalueofabusiness.Howeveritshouldnotbereliedoninplaceofsuchregistered

rights-itshouldbeusedtosupplementsuchrightsaspartofawiderIPstrategy.”18SirJohn

SalmondinhisbookLawofTortsstatedthereasonforthetortofpassingoffasthus:“Thelaw…is

designedtoprotecttradersagainst…unfaircompetitionwhichconsistsinacquiringforoneself,by

meansoffalseormisleadingdevices,thebenefitofthereputationalreadyachievedbyrival

traders.”19Thetortofpassingoffiscommoninacompetitivebusinesscommunityoreconomy;itis

adailyoccurrenceinNigeriaandothercommunitiesasastrategytomarkettheirproductsand

services.Nigeriahasalsorecognizedtherelevanceoftheapplicationofpassingoffandtrademark

byvirtueofS.25120whichconfersontheFederalHighCourtjurisdictiontohandletrademarks

infringement,passingoffandcopyrightmatters.(f)anyfederalenactmentrelatingtocopyright,

patent,designs,trademarksandpassingoff,industrialdesignsandMerchandisemarks,business

names,commercialandindustrialmonopolies,combinesandtrust,Standardofgoodsand

commoditiesandindustrialstandards;theTradeMarkAct21andMerchandiseMarksActwhich

governsbusinessinNigeriaandensuresthatanindividual’sbusinessisnotmisrepresentedor

passedoff.Thelawisthatwherethereisawrong,thereisaremedy.Passingoffenables

18MichaelCorter,‘’
19JohnSalmond,LawofTorts,opcitpara149
201999CFRN(asammended)
21TradeMarksActCapT13LFN2004



businessestoenforcetheirrightsassociatedwithitsgoodnameinthemarketitprevents

competitors’stealing-makinguseof–thetraitsoftheproductorservicewhichhasmadeprevalent

marketpopularity.Passingoffprotectstraders’goodwillinrelationtotheirgoodsandservices.

“Goodwill”isthebrandreputationwhichisbuilt-upinrelationtospecificgoodsorservicesand

whichattractscustomers.Itcanbeheldbyanindividualtraderorinsomecasesshared,suchas

betweenalltheproducersofaspecificproductinaspecificareas.Thehigherthedegreegoodwill,

thegreaterchancesaretobeprotectedbythistort.Iwillgofurthertonotethatwherethe

defendant’strademarkdoeslittletodifferentiateitselffromtheplaintiff’strademarktherefore

leachingofftheiralreadyestablishedgoodwill,thetortofpassingoffwillprotecttheplaintiff

againstitandwillalsoprotectconsumersfrombeingdeceivedintobelievingthataproductiswhat

it’snotespeciallywherethatproductemanatesfromanalreadyestablishedgoodwillofanother

company.

ConclusionandRecommendation

Theflexibility,andthefactthatnothingneedstoberegisteredtoenforcetheright,makesit

incrediblyattractivetoclaimants.ThepurposeofanactionforPassingoffistopreventonetrade

fromdamagingorexploitingthegoodwillandreputationbuiltupbyanother.Theprincipleisthatno

manisentitledtorepresenthisgoodsorhisbusinessasthatofanother.Itisthereforeour

recommendationthatthenecessaryframeworkforPassingoffactionsbestrengthenedtodefend

thegoodwillandreputationofbusinesses.Inconclusionthecommonlawtortofpassingoff

remainsavitalformofprotectionofintellectualpropertydespitetheintroductionofaregistered

systemoftrademarkprotection.Althoughthescopeofprotectionundertrademarklawhasbeen

extendedbythe1994TMAcertainlimitationsremainwhichleaveanactionofpassingoffasthe

onlyformofprotectioninsuchinstances.Thegapintheact22alsocallsforrelianceonthecommon

lawandthiswillbethecaseuntilstatutoryamendmentsaremade.

BIBLOGRAPHY

22Section10TMA



ConstitutionoftheFederalRepublicofNigeria1999(asammended)

MerchandiseMarksact

Trademark’sactCAPT13LFRN

Peel,W.E.andGoudkampJ.,Winfield&JolowiczTortNineteenthEdition(19thedn,Sweetand

Maxwell,2015).

Kodilinye,G.andAlukoO.,TheNigerianLawofTorts(revedn,SpectrumBooksLimited,2012).

Malemi,E.,LawofTorts(revedn,PrincetonPublishingCompany,2013).

Owolabi,A.A.,“UnfairCompetition:AnEssayonEconomicTorts”vol43,no.4pp512[Journalof

theIndianLawInstitute]http://jstor.org/stable43933397accessed5May,2020.

CarterMichael,“Howtoprovepassingoff”(2017)GoulingWLG.

http://mondaq.com/vlk/trademarkaccessed4May,2020

EltonC.Mpi,“EnforcingclaimsfollowingtrademarkandpassingoffviolationsinNigeria.”(2017)

https://legalpuzzles.wordpress.com/2017/08/09/enforcing-claims-following-trademark-and-

passing-off-violations-in-nigeria/accessed2May,2020


