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Questions

Discusstherelevanceofpassingoffasaform of

economictortsinthe21stCenturyNigeria.



Beforeweattackthequestiongiven,Ifeelitisofrelevancethatwebrieflyexplainthe

term “economictorts”asitwouldbeessentialtohaveanoverviewofitifweareto

talkaboutoneofitsforms,passingoffanditsrelevancetoit.

Economictorts,whicharealsocalledbusinesstorts,aretortsthatprovidethe

commonlawrulesonliabilitywhichariseoutofbusinesstransactionssuchas

interferencewitheconomicorbusinessrelationshipsandarelikelytoinvolvepure

economicloss.

PassingOff

Passingoffisdescribedasanunfaircompetitionbymisrepresentationorliterally

speaking"thecauseofconfusionordeception".Generally,anactionforPassingoff

ariseswherethedeceptionismadeinthecourseoftrade,whichcouldleadto

confusionamongstcustomers.

Passingoffhappenswhensomeonedeliberatelyorunintentionallypassesofftheir

goodsorservicesasthosebelongingtoanotherparty.Thisactionof

misrepresentationoftendamagesthegoodwillofapersonorbusiness,causing

financialorreputationaldamage.

Theessenceofpassingoffisthesellingofgoodsorthecarryingofonofabusiness

Insuchamannerastomisleadthepublicintobelievingthatthedefendantsproduct

orbusinessisthatoftheplaintiff,andthelawonthismatterisdesignedtoprotect

tradersagainstthatform ofunfaircompetitionwhichconsistsinacquiringfor

oneself,bymeansoffalseormisleadingdevices,thebenefitofreputationalready

achievedbyrivaltraders.

AsheldinthefamouscaseofN.R.DongreVs.WhirlpoolCorporation1996(16)PTC

583(SC)

“Amanmaynotsellhisowngoodsunderthepretencethattheyarethegoodsof

anotherman.”

Elementsofpassingoff

WhencomingtoCourt,therearethreeelements,oftenreferredtoastheClassic

Trinity,inthetortwhichmustbefulfilled.InReckitt&ColmanProductsLtdvBorden

Inc,LordOliverreducedthefiveguidelineslaidoutbyLordDiplockinErvenWarnink

v.Townend&SonsLtd.[4](the"AdvocaatCase")tothreeelements:

1.Goodwillownedbyatrader



2.Misrepresentation

3.Damagetogoodwill

Goodwill-youmustprovethatyouowna'reputation'inthemarkthatthepublic

associateswithyourspecificproductorservice.

Misrepresentation-youmustshowthatthetraderhascausedconfusionand

deceivedormisledthecustomersintobelievingthattheirgoodsandservicesare

actuallyyours.

Damage-youmustprovethatthemisrepresentationdamagedorislikelytodamage

yourgoodwill,orcauseactualorforeseeablefinancialorreputationalloss.1

TypesofPassingOff

TherearevarioustypesofpassingoffpracticesinNigeriasomeofwhichinclude:

1.Marketingaproductasthatoftheplaintiffe.g.marketingyourdetergentas

ArielorOmo.

2.Tradingunderanamesocloselyresemblingtheplaintiffastobelikelyto

misleadthepublicintobelievingthatthedefendant’sbusinessandthatof

theplaintiffareoneandthesame:NigerChemistsLtdvNigeria

Chemist(1961)AllN.L.R171.thePlaintiffhadanestablishedchemist

businessusingthename"NigerChemist"whiletheDefendantsestablished

thesamebusinessonthesamestreetwiththePlaintiffusingthename

"NigeriaChemist".ThePlaintiffsuedtheDefendantclaimingthenamewas

toosimilarandlikelytodeceivethepublicthattherewasarelationship

betweenthem.TheCourtagreedwiththePlaintiffandgrantedaninjunction

againsttheDefendantontheuseofthename.InthisinstancePassingoff

occurredbytheuseofatradenamesimilarwiththatofanothersuchasto

deceivethepublicthatthereexistsabusinessrelationshipbetweenthetwo.

3.Marketinggoodsunderatradenamealreadyappropriatedforgoodsofthat

kindbytheplaintiff,orunderanamesosimilartotheplaintiffstradenameas

tobemistakenforit.

1Black’sLawDictionaryNinthEdition;
(1996)16PTC583(SC);

(1979)AC731;
<https://en.m.wikipedia.org/wiki/Passing_off>



4.Marketinggoodswiththetrademarkoftheplaintifforanydeceptiveimitation

ofsuchmark.

5.Imitatingtheset-uporappearanceoftheplaintiffsgoods.DeFactoworks

LtdvOdumotunTradingCoLtd(1959)L.L.R33

RelevanceofPassingoffinNigeria

PassingoffhasbecomeandunderlyingissueintheNigeriansociety.Thisisabig

issueespeciallyinNigeriawheregoodsonthestoreshelvesarenotproperlylabelled

andpeoplefreelysellthesegoodsinthemarketplace.Don'tyoujustdislikewhen

youbuyatrustedproductandthenrealiseitisanidenticalbrandmadetolook

exactlylikewhatyouoriginallywanted?Theworstpartofthisproblem isthatyou

needtolookverycloselyatthoseproductstotellthedifference,especiallywhenitis

ofthesamespecificationandsupposedlydoesthesamefunctionforwhatyou

requestedfor.TherelevanceofpassingoffasaneconomictortsinNigeriaisto

preventthesellingofgoodsorthecarryingofonofabusinessInsuchamanneras

tomisleadthepublicintobelievingthatthedefendants2productorbusinessisthat

oftheplaintiff,andthelawonthismatterisdesignedtoprotect3tradersagainst

thatform ofunfaircompetitionwhichconsistsinacquiringforoneself,by4meansof

falseormisleadingdevices,thebenefitofreputationalreadyachievedbyrival

traders.

PassingoffisbothacommonlawandstatutoryremedyinNigeriaasitisstatutorily

supportedbySection3oftheTrademarksAct2whichprovidesthat:

"Nopersonshallbeentitledtoinstituteanyproceedingtoprevent,ortorecover

damagesfor,theinfringementofanunregisteredtrademark;butnothinginthisAct

shallbetakentoaffectrightsofactionagainstanypersonforPassingoffgoodsas

thegoodsofanotherpersonortheremediesinrespectthereof".

2(1961)AllN.L.R171(HC);
(1959)L.L.R33(AC)

<https://www.mondaq.com/Nigeria/Intellectual-Property/704160/An-Appraisal-Of-Passing-Off-
Actions-Under-Nigerian-Law>

(2007)15NWLR(PT.1058)576
5NWLR(Pt.93)138(AC)
Section251FoftheCFRN1999



TheSupremeCourtalsoneedstoresolvewithonevoice,thejurisdictionofthe

FederalHighCourtinlinewiththeconstitutiontopreventobjectionsanddelayof

justiceatcourt

JurisdictionoftheCourts

NnamaniJ.S.C,UwaisJ.S.CtheChiefJusticeofNigeriaatthetime,andMohammed

J.S.Cinthe2003caseofAymanEnterprisesLimitedV.AkumaIndustriesLimited&

Ors6wasthat,aPassingoffactionforanunregisteredtrademarkshouldnotbe

institutedintheFederalHighCourtbutaStateHighCourtastherightofactionina

Passingoffdidnotarisefrom theinfringementofanyFederalenactmentandso

mayonlybeacommonlawrightbutthattheFederalHighCourthasjurisdictionover

Passingoffclaimsarisingfrom theinfringementofatrademarkonlyifthe

trademarkallegedlyinfringedwasregistered.

AymanEnterprisesLtd.v.AkumaIndustriesLtd.(1999):Thecoreissueraisedatthe

SupremeCourtwaswhethertheFederalHighCourthadjurisdictiontohearcases

foundedonpassing-offofanunregisteredtrademark.TheSupremeCourtheldthat

theFederalHighCourt,whichhasjurisdictionoverIntellectualPropertycasesin

Nigeria,doesnothavejurisdictioninrelationtoactionsforpassing-offarisingfrom

unregisteredtrademarks.

However,InthecaseofOmniaNigeriaLimitedv.DyketradeLimited(2003):The

SupremeCourtheldthattheFederalHighCourthasjurisdictiontohearand

determinecasesofpassingoff,whetherornotthesecasesarisefrom registeredor

unregisteredtrademarks.

RemediesinaPassingoffaction

InNigeriatherearecertainreliefs/remedieswhichcanbeclaimedinaPassingup

action,thisinclude:

Injunction:ThisisanorderoftheCourttoprohibitorsuspendtheuseofamark.

Thisisusuallythefirstreliefsoughttosuspendtheuseofthemarkpendingthe

outcomeofthecaseandaperpetualinjunctionwhenthecasehasbeenconcluded

tototallystoptheuseofthemark.

Damages:Ithasbeenestablishedthroughdecidedcasesthatasuccessfullitigantin

aPassingoffactionisentitledtodamages.Damagesherecouldbegeneral,special

orpunitive.Theseusuallyemanatefrom losseswhicharepresumedtohavebeen

sufferedbyaPlaintiffinaPassingoffaction.



Deliveryupfordestructionofinfringinggoods:Thisisusuallyclaimedwhere

physicalgoodsareinvolved.Thisoccurswheregoodsareproducedinbreachofthe

trademarkofanotheridenticalproduct.Thus,thePlaintiffusuallyclaim forthe

goodstobedeliveredupespeciallysothatitcanbedestroyed.

AntonPillerOrders:Thisisanorderforinspectionanddeliveryupofinfringing

materialsinthepossessionorcontrolofaninfringer.FerodoLimited&Anor.V.Ibeto

IndustriesLimited.

Accountofprofit:HerethePlaintiffisentitledtoprofitongoodswronglysoldbythe

infringer.

DefencesavailabletoadefendantinaPassingOffaction

Howevertherealsocertaindefencesavailableagainstaclaim ofPassingoffin

Nigeriasomeofwhichinclude:

1.ConsentofthePlaintifftotheuseofthename,mark,signorslogan.

Indistinctname,mark,signandsloganoftheplaintiff.

2.ThatthePlaintiff'sname,mark,signhandsloganhasbecome

generic/commonplace.

3.DissimilaritiesinthemarkofthePlaintiffandDefendant16.

4.InnocentusageofthePlaintiff'sname.

Conclusion

ThepurposeofanactionforPassingoffinNigeriaistopreventonetradefrom

damagingorexploitingthegoodwillandreputationbuiltupbyanother.Theprinciple

isthatnomanisentitledtorepresenthisgoodsorhisbusinessasthatofanother.It

isthereforeourrecommendationthatthenecessaryframeworkforPassingoff

actionsbestrengthenedtodefendthegoodwillandreputationofbusinesses.

Unfortunately,Passingoffisnotacriminaloffence,however,anyvictim ofPassing

offmayfirstmakeareporttotheperson/companymanufacturingtheproductone

intendedtopurchasetomakethem awarethatanotherperson/companyis

reproducingasimilarproductandpassingitoffastheirs.



Furthermore,smallandmedium businessesshouldbeenlightenedandeducatedto

explorethepossibilityofseekinglegalactionsonPassingoffandtakeadvantageof

theremediesavailabletoprotecttheirgoodwill,tradenameandprofits.

ItisalsosuggestedthattheTrademarksActbefurtheramendedtoreflectthetimes,

happeningsandchangesintheNigeria.Inparticular,wehaveobservedthatthe

TrademarksRegistryhaswitnessedaseriousbackloginthesuccessfulcompletion

oftheregistrationofmarksandthishastheresultanteffectoflimitingtherightsof

mostproductownerstoPassingoffasopposedtotheanactionontheinfringement

ofatrademark.5
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